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Applicant's amendments and comments, received September 5, 2006, have 
been fully considered by the examiner. The following is a complete response to the 
September 5, 2006 communication. 

Claim Objections 

Claim 33 is objected to because of the following informalities: claim 33 lacks 
proper antecedent basis for "the core element" (line 6). Appropriate correction is 
required. Applicant failed to address this issue in the September 5, 2006 
communication. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 29-31 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

These claims depend from canceled claim 21 making the scope of the claims 
unclear. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-8 are rejected under 35 U.S.C. 102(e) as being anticipated by Bourne 
et al (5,911,720). 

Bourne et al disclose a catheter device having a sheath (124) a sleeve (115) 
slidably mounted in the sheath an capable of telescoping from the sheath, an extension 
member (116) having proximal and distal ends slidably mounted within the sleeve. As 
seen in Figure 1 1 , the distal end portion of the extension member is more flexible than 
the distal end of the sleeve. As addressed throughout the disclosure, the device 
includes multiple electrodes at the distal end of the extension members and uses 
multiple magnets (42,44) which are capable of being oriented by application of an 
externally applied magnetic field. With regard to the amendments made to claim 1 , the 
electrode (30) is provided at the distal end of the extension member and connected to a 
source of energy, and the electrode/magnet (30) is relatively rigid with a portion of the 
extension member (36 or 38) proximal to the magnet being flexible such that the 
catheter bends at a point proximal to the distal end portion having the magnet (30). 

Claims 32-34 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Fleischman et al (5,545,193). 

As seen in Figure 51, Fleischman et al disclose a telescoping device comprising 
an outer sheath (178) and an inner core (224-226) slidably disposed within the sheath. 
The distal end of the inner core member may be oriented independently of the outer 
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sheath. The Fleischman et al disclosure fully addresses the steerable nature of the 
device and its method of use. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 12-18 and 35-38 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Hall et al (6,292,678) in view of the teaching of Fleischman et al 

('193). 

Hall et al disclose a magnetically navigable catheter having a tubular magnetic 
member (36) and a plurality of electrodes (38) thereon. The magnetic member defines 
a passage in view of its tubular shape. Hall et al also disclose the use of plurality 
annular magnets (Figures 1 1-16). However, the Hall et al electrodes are disclosed as 
being pads on the surface of the device, and not annular electrodes that would provide 
a passage as now recited in claim 12. 

Fleischman et al disclose an analogous steerable catheter for the treatment of 
tissue with RF energy. In particular, Fleischman et al teach that it is known to provide 
such a catheter with a variety of types of electrodes for treating tissue, including annular 
electrodes such that the device could treat tissue on either side of the catheter and 
electrode pads (202 - Figures 42 and 45) to allow treatment with only one portion of the 
catheter. 
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To have provided the Hall et al device with annular electrodes to allow for 
treatment of tissue on any side of the device would have been an obvious modification 
for one of ordinary skill in the art in view of the teaching Fleischman et al. Such an 
annular electrode would inherently provide a passage through which a fluid could be 
passed. 

Allowable Subject Matter 

Claims 19, 20 and 26-28 are allowed. 

Claims 29-31 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

Response to Arguments 

Applicant's arguments filed September 5, 2006 have been fully considered but 
they are not persuasive. 

Regarding the rejection of claims 1-8, the examiner maintains that the Bourne et 
al reference clearly provides a proximally located flexible section as discussed in the 
body of the rejection. Applicant's assertion that Bourne et al fail to provide such a 
flexible section is deemed to be without merit in view of the rejection above. 

Regarding the rejection of claims 12-18, applicant asserts that the Hall et al 
reference fails to disclose a fluid lumen through the embodiments shown in Figures 2A- 
2C and 3A-3C. It is the applicant's position that the "tether" could not provide a fluid 
flow and fluid is therefore not provided to the magnetic tubular members (36,56). The 
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examiner disagrees. Hall et al disclose at numerous portions of the specification that 
fluid is provided through the tethers in all embodiments. Column 6, lines 29-39 
specifically address the embodiment of Figure 2C and state that the treatment element 
could be a cryogenic contact, which contact would require a fluid flow through the tether 
to provide a cryogen to the contacts on the contact portion. Lines 37-39 also expressly 
state that fluid opening may be provided to inject fluid, which fluid would necessarily 
need to be provided through the tether members. Column 9, lines 15-28 further 
expressly state that fluid is provided through the tether members such that fluid may be 
provided to the magnetic members on the distal end. It is the examiner's position that 
applicant's arguments are without merit and that Hall et al clearly provides a fluid as set 
forth in the claims. The examiner maintains the rejection of claims 12-18 as being 
tenable. Further, newly added claims 35-38 recite no additional features which would 
distinguish over the prior art. The electrodes of the prior art are clearly configured to 
create a "focal lesion" and have lead wires which are "configured to be connected to a 
measuring device". The Hall magnetic member is clearly rigid relative to the "tether" 
portion, and the electrodes are made of a radio-opaque metal viewable under 
fluoroscopic procedures. 

Finally, it is noted that applicant failed to address the 35 (JSC 102 rejection of 
claims 32-34 as being anticipated by Fleischman et al ('193). This rejection is 
maintained and made final. 

Conclusion 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Peffley whose telephone number is (571) 272- 
4770. The examiner can normally be reached on Mon-Fri from 6am-3pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (571) 272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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